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% I. REAL PARTY IN INTEREST 



0 TfiSi 



o. 



ftK .iS^The real party in interest is AMERICAN CALCAR INC. 



II. RELATED APPEALS AND INTERFERENCES 
There are no related Appeals and/or Interferences. 



III. STATUS OF CLAIMS 

Claims 129-137, 139-146, and 148-154 are pending in this application. These claims 
which stand finally rejected are the subject of this appeal. A copy of these claims under appeal 
are appended hereto (see Appendix A). 



VI. STATUS OF AMENDMENTS 

A final Office Action rejecting Applicant's claims was mailed on Jime 16, 2003. The 
Examiner has twice rejected these claims as being obvious over the same references. No 
amendment to the final Office Action has been presented. 



V. SUMMARY OF THE INVENTION 

The Problem Solved by the Invention 

The invention is directed to a system and method for assisting a user of a vehicle to select 
a service provider (e.g., a service station) for servicing the vehicle when maintenance of the 
vehicle is needed, which, however, may not be urgent. In accordance with the invention, once it 
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is determined that the vehicle needs maintenance, data (e.g., GPS data) conceming locations of 
one or more service providers is obtained. Data (e.g., GPS data) conceming the current location 
of the vehicle is also obtained. The closest service provider is identified based on a comparison 
of the respective GPS data. The closest service provider is selected to provide the maintenance 
service when such a service provider is within a predetermined distance (e.g., 5 miles) firom the 
current location of the vehicle. See page 27, line 17 et seq. of the specification. 

Information about any service provider selected by the inventive system and method is 
communicated to the user to prompt the user to drive to the selected service provider for vehicle 
maintenance. In addition, if the inventive system is put in a navigation mode, the GPS data 
conceming the selected service provider may be used by the system to direct the user there. See 
page 27, line 22 et seq. of the specification. 

Brief Overview of Appellant's Claims 

Claims 129-137, 139-146, and 148-154 are drawn to a system and method for assisting a 
user of a vehicle to select a service provider for providing a maintenance service to the vehicle. 
When it is determined that the vehicle needs a maintenance service, the inventive system and 
method obtains data conceming locations of at least first and second service providers for 
providing the maintenance service, and the current location of the vehicle. The inventive system 
and method determines, of the first and second service providers, the closer service provider to 
the current location of the vehicle. The closer service provider is selected for the maintenance 
service when the closer service provider is within a predetermined distance fi-om the current 
location of the vehicle. 

VI. ISSUES PRESENTED FOR REVIEW 

1. Whether claims 129-137, 139-146, and 148-154 are unpatentable under 35 U.S.C. 
103 as being obvious over U.S. Patent No. 5,790,973 issued August 4, 1998 to Blaker et al 
(hereinafter "Blaker") in view of U.S. Patent No. 6,028,537 issued February 22, 2000 to Suman 
et al. (hereinafter "Suman"). 
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2. Whether claims 129-137, 139-146, and 148-154 are unpatentable under 35 U.S.C. 
103 as being obvious over U.S. Patent No. 5,859,628 issued January 12, 1999 to Ross et al. 
(hereinafter "Ross") in view of Suman. 

3. Where the Examiner admitted that the claimed invention overcomes the cited art 
including Blaker in an Office Action, whether the Examiner's rejection of the same claimed 
invention based on an identical disclosure to Blaker in the newly-cited Suman is proper. 

VII. GROUPING OF CLAIMS 

It is respectfully submitted that method claims 1-137 and 139-145, and corresponding 
system claims 146 and 148-154 are individually patentable over the cited art. All claims are to 
be considered separately for purposes of this appeal. 

Vin. ARGUMENTS 

1. THE EXAMINER HAS FAILED TO ESTABLISH A PRIMA FACIE CASE OF 
OBVIOUSNESS UTILIZING BLAKER IN VIEW OF SUMAN. 

At the outset, it should be pointed out that the relevant disclosure of Suman, i.e., the 
portion of Suman relied upon by the Examiner to reject the claimed invention in the final Office 
Action mailed June 16, 2003 (see Appendix B), is word for word the same (except numeral 
references and figure numbers) as Blaker. Specifically, Figs. 41 and 43 of Suman matches Figs. 
1(a) and 4 of Blaker. The relevant text of Suman at col. 33, line 23 through col. 35, line 56 
matches the text of Blaker at col. 2, lines 16-59 and col. 4, line 6 through col. 5, line 58.^ 



Although the Examiner also cited col. 36 of Suman, it is, however, directed to vehicle 
personalization and remote control fimctions which is not applicable to the claimed invention. 
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Suman (or Blaker) discloses a technique for notifying a driver to exit a limited access 
highway for fuel in accordance with last exit warning subroutine 650 (50 in Blaker). See Fig. 43 
of Suman (Fig. 4 of Blaker). As disclosed, subroutine 650 compares the distances from the 
vehicle's current location to the service area Si at an upcoming exit and S2 at a farther exit to 
determine if the vehicle has sufficient remaining fiiel to reach S2. If the distance to S2 is greater 
than the range allowed by the remaining fuel, the driver is notified to get off the upcoming exit to 
refuel at Si. Such logic behind subroutine 650 is stated in Suman (or Blaker) as follows: 

The program then compares the distance from the vehicle's 
current location to each of the service areas Si and S2 of Fig. 41 
to determine if the remaining fuel is sufficient to reach the 
second service area S2 represented by distance X in the test 
block 660 of Fig. 43. If this distance is greater than the range 
available to the vehicle, a notification signal is sent to the driver 
as indicated by block 662 .... [T]he notification signal alerts 
the driver that he or she should exit the limited access highway 
at exit A such that the first service area Si can be accessed prior 
to running out of fiiel. 

Col. 34, lines 59 et seq. of Suman (col. 4, lines 62 et seq. of Blaker). 

Referring to Fig. 41 and col. 33, line 23 et seq. of Suman (Fig. 1(a) and col. 2, line 16 et 

seq. of Blaker), there illustrates an example where subroutine 650 can realize the result desired 

by Suman. In this example, exit A of a highway includes service facility Si which is located a 

distance D = 7 miles from the current position of a vehicle, and exit B includes service facility S2 

which is located a distance X = 32 miles from the same. The distance-to-empty (DTE) allowed 

by the remaining fuel in the vehicle is 28 miles. In this example, 

[t]hus, it is desired, in order to forewarn the vehicle operator of 
an impending out-of-fliel situation, to provide information to the 
vehicle operator as to the vehicle's present location and the locations 
of facilities Si and S2 and their distance such that, prior to going 
beyond exit A, the vehicle operator receives a warning signal allowing 
the operator to exit at exit A and utilize the services of facility Si. 

Col. 33, lines 41-48 of Suman (col. 2, lines 34-41 of Blaker). 

This desired result can be realized by using subroutine 650 when applied to the 
above example, where the closer facility Si is selected because in this instance the distance of S2 
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from the current position of the vehicle (X = 32 miles) > distance-to-empty (DTE = 28 miles), in 
accordance with the logic of subroutine 650. 

However, nowhere does Suman or Blaker teach or suggest "selecting the closer 
service provider to provide the maintenance service when the closer service provider is within a 
predetermined distance form the current location of the vehicle," as claim 129 recites. Similarly, 
nowhere does Suman or Blaker teach or suggest selecting the "closest" service provider "to the 
current location of the vehicle" to provide the maintenance service when the closest service 
provider is "within a predetermined distance from the current location of the vehicle," as claims 
137 and 146 recite. For instance, when the claimed invention is applied to the above example, 
the closer Si would be selected provided that D<a predetermined distance (e.g., 5 miles), where 
D represents the distance of Si from the current location of the vehicle. By contrast, in Suman or 
Blaker the closer Si is selected provided that DTE^ where X represents the distance of S2 
from the current location of the vehicle, and DTE varies from exit to exit on the highway when 
subroutine 650 is applied, which caimot be predetermined. As such, claims 129, 137 and 146, 
together with their dependent claims, are patentable over Blaker in view of Suman. 



2. THE EXAMINER HAS FAILED TO ESTABLISH A PRIMA FACIE CASE OF 
OBVIOUSNESS UTILIZING ROSS IN VIEW OF SUMAN. 

Ross discloses use of a PDA to process vehicle status information which is docked to a 
cradle running certain software. Based on the vehicle status information, the PDA determines, 
"should vehicle maintenance be required, the location and distance to the nearest repair facility." 
Col. 10, lines 31-32 of Ross. However, as discussed before, the claimed invention, represented 
by claims 129, 137 and 146, requires that the selected service provider for providing the 
maintenance service satisfy two conditions, namely, (1) closest to the current location of the 
vehicle, and (2) within a predetermined distance from the current location of the vehicle. Thus, 
the nearest repair facility selected in Ross, at best, satisfies condition (1) only, and as agreed by 
the Examiner, Ross does not disclose that "the closer service provider is selected when the 
current vehicle position is within a predetermined distance," as required in condition (2). Page 3 
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of the final Office Action (see Appendix B). However, the Examiner went on to postulate that 
Suman discloses condition (2). Nevertheless, contrary to the Examiner's postulation, Suman 
also fails to teach or suggest such a condition for the reasons stated above. As such, claims 129, 
137 and 146, together with their dependent claims, are patentable over Ross in view of Suman. 

3. THE EXAMINER AGREED ON THE RECORD THAT THE CLAIMED 

INVENTION IS DISTINGUISHABLE OVER BLAKER, AND THEREAFTER 
IMPROPERLY REJECTED THE SAME CLAIMED INVENTION BASED ON 
AN IDENTICAL DISCLOSURE TO BLAKER IN SUMAN. 

In an Office Action mailed January 13, 2003 (see Appendix C), the Examiner 
"agrees" with applicant that the prior art references, including Ross and Blaker, do not satisfy the 
above conditions (1) and (2) as in the claimed invention. Id. at p. 5. However, the Examiner 
cited Suman and erroneously rejected the same claimed invention based on an identical 
disclosure to Blaker in Suman, alleging that Suman discloses such two conditions. Applicant 
attempted to point out the apparent error by the Examiner in a Response to Office Action mailed 
April 1, 2003 (see Appendix D). To applicant's surprise, such a Response was met by the final 
Office Action (Appendix B). 

Soon after receiving the final Office Action, applicant's representative arranged 
and conducted a telephonic interview with the Examiner to advance the prosecution of the 
present application. Applicant's good faith effort, however, was met by the Examiner's specious 
argument that Simian differs fi-om Blaker in that "the Suman et al reference is far more extensive 
in its disclosure of how its vehicle communication system works." Interview Summary July 1, 
2003 (See Appendix E). On the other hand, the Examiner relies on the disclosure at "colunm 33, 
lines 41-49;" and "column 34, lines 59-65" of Suman to reject the same claimed invention, 
which as pointed out before corresponds to col. 2, lines 34-42; and col. 4, lines 62-col. 5, line 1 
of Blaker over which, as agreed by the Examiner, the claimed invention had overcome, and 
which as discussed hereinbefore does not render the claimed invention obvious. See, supra, at p. 
4. 
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SUMMARY 



In view of the foregoing arguments, it is clear that Suman, Blaker and Ross, taken singly 
or in combination, do not render obvious the invention set forth in Appellant's claims. Appellant 
submits that the Examiner is in error in the characterization of the references. Accordingly, it is 
respectfully requested that the rejections of Appellant's claims under 35 U.S.C. § 103 be 
reversed. 



Respectfully submitted, 
Michael L. Obradovich 




Attorney for Applicant 
PTO Registration 34,759 
(212) 836-7363 

Date: November 7, 2003 

Kaye Scholar LLP 

425 Park Avenue 

New York, NY 10022-3598 
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CLAIMS ON APPEAL 



129. A method for assisting a user of a vehicle comprising: 
determining whether the vehicle needs a maintenance service; 

obtaining data conceming locations of at least first and second service providers 
for providing the maintenance service when it is determined that the vehicle needs the 
maintenance service; 

obtaining data conceming a current location of the vehicle; 

determining, of the at least first and second service providers, a closer service 
provider to the current location of the vehicle based on the data conceming the current 
location of the vehicle and the data conceming the locations of the at least first and 
second service providers; and 

selecting the closer service provider to provide the maintenance service when the 
closer service provider is within a predetermined distance fi"om the current location of the 
vehicle. 

130. The method of claim 129 further comprising communicating to the user 
information about the selected service provider when the selected service provider is 
within the predetermined distance from the current location of the vehicle. 

131. The method of claim 130 wherein the information is communicated via 
audio media. 

132. The method of claim 130 wherein the information is communicated visually. 

133. The method of claim 129 wherein data conceming a location of the selected 
service provider is supplied to a navigator for providing directions to reach the location of 
the selected service provider. 

134. The method of claim 129 wherein the data conceming the locations of the at 
least first and second service providers includes GPS data. 
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135. The method of claim 129 wherein the data concerning the current location 
of the vehicle includes GPS data. 

136. The method of claim 129 wherein the selected service provider includes a 
service station. 

137. A method for use in a system in a vehicle comprising: 
storing data concerning locations of a plurality of service providers; 
determining whether the vehicle needs a maintenance service; 

retrieving at least part of the data in response to a determination that the vehicle 
needs the maintenance service; 

comparing data concerning a current location of the vehicle with the retrieved 
data to identify one of the plurality of service providers which is closest to the current 
location of the vehicle and provides the maintenance service; and 

selecting the identified service provider to provide the maintenance service when 
the identified service provider is within a predetermined distance fi*om the current 
location of the vehicle. 

139. The method of claim 137 further comprising communicating information 
about the selected service provider when the selected service provider is within the 
predetermined distance fi-om the current location of the vehicle. 

140. The method of claim 139 wherein the information is communicated via 
audio media. 

141 . The method of claim 139 wherein the information is communicated visually. 

142. The method of claim 137 wherein data conceming a location of the selected 
service provider is supplied to a navigator for providing directions to reach the location of 
the selected service provider. 
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143. The method of claim 137 wherein the retrieved data includes GPS data. 



144. The method of claim 143 wherein the selected service provider is selected 
based on the distance. 

145. The method of claim 137 wherein the data concerning the current location 
of the vehicle includes GPS data. 

146. A system for use in a vehicle comprising: 

a memory for storing data concerning locations of a plurality of service providers; 

a mechanism for determining whether the vehicle needs a maintenance service, at 
least part of the data being retrieved from the memory in response to a determination that 
the vehicle needs the maintenance service; and 

a processor for comparing data concerning a current location of the vehicle with 
the retrieved data to identify one of the plurality of service providers which is closest to 
the current location of the vehicle and provides the maintenance service, the identified 
service provider being selected to provide the maintenance service when the identified 
service provider is within a predetermined distance from the current location of the 
vehicle. 

148. The system of claim 146 fiirther comprising an interface for communicating 
information about the selected service provider when the selected service provider is 
within the predetermined distance from the current location of the vehicle. 

149. The system of claim 148 wherein the information is conmiunicated via 
audio media. 

150. The system of claim 148 wherein the interface includes a display element, 
and the information is displayed on the display element. 
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151. The system of claim 146 wherein data concerning a location of the selected 
service provider is supplied to a navigator for providing directions to reach the location of 
the selected service provider. 

152. The system of claim 146 wherein the retrieved data includes GPS data. 

153. The system of claim 146 wherein the data concerning the current location of 
the vehicle includes GPS data. 



154. The system of claim 146 wherein the selected service provider includes a 
service station. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

1. Claims 129-137.139-146 and 148-154 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ross at al. (US005859628A) in view of Suman et al. 
(US006028537A). 

Ross et al. discloses an apparatus and method for a personal onboard 
information system, wherein it is determined whether a vehicle needs a service, e.g., 
maintenance (column 10), positions or locations of the vehicle and at least one service 
providers are obtained using GPS (columns 8 and 10), and a service provider closest to 
the vehicle position is selected (column 10). According to Ross, there is provided a 
database or memory for storing service provider information, e.g., position (column 8). 
Furthermore, as explained in column 9, information is communicated via audio media or 
visual (display). A distance between the vehicle and the selected service provider is 
determined based on the acquired GPS positions of the vehicle and the service 
provider, and wherein the service provider is selected based on the determined distance 
(column 10). More particularly, Ross discloses that the system provides the user with 
information of the nearest rest area in response to the vehicle's position and direction. 
Route planning from the vehicle position to the service provider is also provided. As 
explained in column 10, should vehicle maintenance be required, the location and 
distance to the nearest repair facility is determined. It is inherent in the art that in order 
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to determine the distance between the vehicle and the service provider and to 
detemiine the closest or nearest service provider to the vehicle, the position of the 
vehicle has to be compared to the position of the service provider. However, Ross does 
hot particularly disclose at least first and second service providers, wherein the closer 
service provider is selected when the current vehicle position is within a predetermined 
distance. Suman et al., on the other hand, discloses a vehicle communication and 
remote control system providing information to a user. According to Suman, as shown 
in figures 41 and 43 and described in columns 33-36, discloses obtaining data 
concerning at least two service providers, determining the closer service provider to the 
cun^ent position of the vehicle and selecting the closer service provider when the 
distance of the vehicle to the service provider is within a predetermined distance. In 
addition, as described in columns 2-3. Suman also provides route guidance. Thus, it 
would have been obvious to one of ordinary skill in the art, at the time of invention, to be 
motivated to modify the apparatus and method for a personal onboard information 
system of Ross by incorporating the features from the vehicle communication of Suman 
because such modification will ensure safe and accurate selection of the appropriate 
service provider. 

2. Claims 129-137,139-146 and 148-154 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Blaker et al, (US005790973A) in view of Suman et al. 
(US006028537A). 

Blaker et al. discloses a last exit warning system for a vehicle, wherein the 
current position of the vehicle and a plurality of service area locations are obtained 
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using GPS. According to Blaker, the locations of the service areas can be stored in a 
memory or database. When it is determined that the vehicle needs service, e.g., 
refueling, a processor compares the position of the vehicle with the service area 
locations to determine which one is closer to the vehicle position. See columns 3 and 4. 
Furthermore, a distance from the vehicle to the service area locations is determined. 
Based on the determined distance, the closest service area is selected: As described in 
columns 4 and 5, the information is communicated via an audible or visual message 
and the position of the vehicle is compared to the positions of the service areas. 
However, Blaker does not particularly disclose at least first and second service 
providers, wherein the closer service provider is selected when the current vehicle 
position is within a predetermined distance. Suman et al., on the other hand, discloses 
a vehicle communication and remote control system providing information to a user. 
According to Suman, as shown in figures 41 and 43 and described in columns 33-36, 
discloses obtaining data concerning at least two service providers, determining the 
closer service provider to the current position of the vehicle and selecting the closer 
service provider when the distance of the vehicle to the service provider is within a 
predetermined distance. In addition, as described in columns 2-3, Suman also provides 
route guidance. Thus, it would have been obvious to one of ordinary skill in the art, at 
the time of invention, to be motivated to modify the apparatus and method for a last 
warning exit system of Blaker by incorporating the features from the vehicle 
communication of Suman because such modification will ensure safe and accurate 



Application/Control Number: 10/038,346 Page 5 

Art Unit: 3661 

selection of tlie appropriate service provider and provide a warning to tlie driver when 
the closer service provider is near. 

Response to Arguments 
3. Applicant's arguments filed 4/10/2003 have been fully considered but they are 
not persuasive. 

a. Applicant's arguments fail to comply with 37 CFR 1 . 1 1 1 (b) because they 
amount to a general allegation that the claims define a patentable invention without 
specifically pointing out how the language of the claims patentably distinguishes them 
from the references. 

b. The applicant does not specifically point out which limitations the 
combination of references fail to show with respect to the language used in the claims. 
The applicant rests patentability on the contention that the Examiner agreed the prior art 
did not teach a certain limitation and therefore the newly cited references, which do 
teach the limitations, cannot teach the limitations because they are duplicative of the 
original reference. Whether or not the teaching of the second reference is found in the 
first reference, which may have been overlooked by the Examiner, is irrelevant to 
whether or not the combination of the references teach the claimed invention. To this 
end, the applicant has not included any assertion of a lack of teaching in the 
combination in order to reconsider the rejection of the claims. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 



Application/Control Number: 10/038.346 



Pages 



Art Unit: 3661 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric M Gibson whose telephone number is (703) 306- 
4545. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Cuchlinski can be reached on (703) 308-3873. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
305-7687 for regular communications and (703) 305-7687 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1113. 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 
Claim Rejections - 35 USC§103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 129-154 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ross et al 
[5,859,628] in view of Suman et al [6,028,537]. 

Ross et al '628 discloses an apparatus and method for a personal onboard 
information system, wherein it is determined whether a vehicle needs a service, e.g., 
maintenance (column 10), positions or locations of the vehicle and at least one service 
providers are obtained using GPS (columns 8 and 10), and a service provider closest to 
the vehicle position is selected (column 10). According to Ross, there is provided a 
database or memory for storing service provider information, e.g., position (column 8). 
Furthermore, as explained in colunm 9, information is communicated via audio media or 
visual (display). A distance between the vehicle and the selected service provided is 
determined based on the acquired GPS positions of the vehicle and the service provider, 
and wherein the service provider is selected based on the determined distance (column 
10). More particularly, Ross discloses that the system provides the user with information 
of the nearest rest area in response to the vehicle's position and direction. Route planning 
from the vehicle position to the service provider is also provided. As explained in column 
10, should vehicle maintenance be required, the location and distance to the nearest repair 
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facility is determined. It is inherent in the art that in order to determine the distance 
between the vehicle and the service provider and to determine the closest or nearest 
service provider to the vehicle, the position of the vehicle has to be compared to the 
position of the service provider. However, Ross does not particularly disclose at least first 
and second service provides, wherein the closer service provider is selected when the 
current vehicle position is within a predetermined distance. Suman et al, on the other 
hand, disclose a vehicle communication and remote control system providing information 
to a user. According to Suman et al, as shown in figures 41 and 43 and described in 
columns 33-36, discloses obtaining data concerning at least two service providers, 
determining the closer service provider to the current position of the vehicle and selecting 
the closer service provide when the distance of the vehicle to the service provider is 
within a predetermined distance. In addition, as described in columns 2-3, Suman et al 
also, provides route guidance. Thus, it would have been obvious to one skilled in the art 
at the time of the invention to be motivated to modify the apparatus and method for a 
personal onboard information system of Ross by incorporating the features fi-om the 
vehicle communication of Suman et al because such modification will ensure safe and 
accurate selection of the appropriate service provider. 

3. Claims 129-154 are rejected under 35 U.S.C. 102(e) as being anticipated by Blaker et al 

[5,790,973] in view of Suman et al [6,028,537]. 

Blaker et al discloses a last exit warning system for a vehicle, wherein the current 
position of the vehicle and a plurality of service areas locations areas obtained using 
GPS. According to Blaker et al, the locations of the service areas can be stored in a 
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memory or database. When it is determined that the vehicle needs service, e.g., refueling, 
a processor compares the position of the vehicle with the service area locations to 
determine which one is closer to the vehicle position. See columns 3 and 4. Furthermore, 
a distance from the vehicle to the service area locations is determined. Based on the 
determined distance, the closest service area is selected. As described in colunms 4 and 5, 
the information is conmiunicated via an audible or visual message and the position of the 
vehicle is compared to the positions of the service areas. However, Blaker et al does not 
particularly disclose at least first and second service providers, wherein the closer service 
provider is selected when the current vehicle position is within a predetermined distance. 
Suman et al, on the other hand, disclose a vehicle communication and remote control 
system providing information to a user. According to Suman et al, as shown in figures 41 
and 43 and described in columns 33-36, discloses obtaining data conceming at least two 
service providers, determining the closer service provider to the current position of the 
vehicle and selecting the closer service provide when the distance of the vehicle to the 
service provider is within a predetermined distance. In addition, as described in columns 
2-3, Suman et al also, provides route guidance. Thus, it would have been obvious to one 
skilled in the art at the time of the invention to be motivated to modify the a last exit 
waming system for a vehicle of Blaker et al by incorporating the features from the 
vehicle communication of Suman et al because such modification will ensure safe and 
accurate selection of the appropriate service provider and provide a waming to driver 
when the closer service provider is near. 
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Response to Amendment & Arguments 

4. The amendments along with the arguments filed therewith have been entered and 

carefully considered by the examiner. 

Applicant has amended the claims to recite obtaining data concerning "locations 
of at least first and second service providers", "determining, of the at least first and 
second service providers, a closed service provider to the current location of the vehicle 
based on the data concerning the current location of the vehicle and the data concerning 
the locations of the at least first and second service providers", and selecting the closer 
service providers "when tiie closer service provider is within a predetermined distance 
fi-om the current location of the vehicle." Emphasis added. Applicant then contended that 
the prior art references do not satisfy the two conditions of "determining tiie closest 
service provider and selecting the closer service provide when the distance between the 
vehicle and the service provider is within a predetermined distance. Emphasis added. 

The examiner agrees with Applicant. However, upon conducting a supplemental 
(updated) search, the patents to TENDLER (US 2002/0068549) and Suman et al 
(6028537) have been discovered, which disclose the added claimed limitations. 

In particular, Suman et al, as shown in figures 41, 43 and described in columns 
33-36, discloses obtaining data concerning at least two service providers, determining the 
closer service provider to the current position of the vehicle and selecting the closer 
service provide when the distance of the vehicle to the service provider is within a 
predetermined distance. 
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Thus, in light of this discovery, the claims remain rejected and this office action is 
made non-final. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

US2002/0068549 Tendler Jun. 2002 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jacques H. Louis- Jacques whose telephone number is (703) 305- 
9757. The examiner can normally be reached on M-Th, 7:30 AM - 4:00 PM (Eastern Time). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William A. Cuchlinski can be reached on (703) 308-3873. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 305-7687 for 
regular communications and (703) 305-7687 for After Final conmiunications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1 1 11. 

Jacques H. Louis- Jacques 
Primary Examiner 
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patent application, applicant respectfully submits the following remarks: 
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Serial No. 10/038,346 

Remarks 

In the present Office Action, the Examiner rejected claims 129-154 under 35 
U.S.C. 103(a) as being allegedly unpatentable over Ross in view of Suman. In addition, 
the Examiner rejected the same claims as being allegedly unpatentable over Blaker in 
view of Suman. These rejections are respectfully traversed. 

1. Previous Office Action and Response 

In traversing the Examiner's rejections, a summary of the previous office Action 
(mailed on August 14, 2002) and applicant's Second Amendment (mailed on November 
19, 2002) responsive thereto is provided as follows: 

In the previous Office Action, the Examiner rejected claims 129-154 as being 
allegedly unpatentable over Ross. In addition, the Examiner rejected claims 129-132, 
134-141, 143-150, and 152-154 as being allegedly unpatentable over Blaker. The 
Examiner also rejected claims 133, 142 and 151 as being allegedly unpatentable over 
Blaker in view of DeGraaf. 

In response to the previous Office Action, j^plicant submitted the Second 
Amendment, in which applicant amended, among others, independent claims 129, 137 
and 146 to overcome Ross, Blaker and DeGraaf 

II. Response to the Present Office Action 

In the present Office Action, the Examiner admittedly **agrees with Applicant" 
that "the prior art references [i.e., Ross, Blaker and DeGraaf] do not satisfy the two 
conditions" required in the claimed invention. Page 5 of the present Office Action. 

Nevertheless, the Examiner cited a new reference Suman, and in particular Figs. 
41 and 43, and columns 33-36 therein to reject the claimed invention. However, the 
relevant portions of Suman cited by the Examiner are duplicative of Blaker, which, the 
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Examiner admitted, had been overcome by applicant. Specifically, Figs. 41 and 43 of 
Suman correspond to Figs. 1(a) and 4 of Blaker, The relevant text of Suman at col. 33, 
line 23 through col. 35, line 56 corresponds to the text of Blaker at col. 2, lines 16-59 and 
col. 4, line 6 through col. 5, line 58.* 

Because the Examiner has not presented new material to reject the claimed 
invention, and because the Examiner agreed that applicant had overcome the cited art 
including Blaker (same as Suman for all intents and purposes here), all of the present 
rejections should be withdrawn. 

In view of the foregoing, each of claims 129-137, 139-146 and 148-154 is 
believed to be in condition for allowance. Accordingly, reconsideration of these claims is 
requested and allowance of the application is earnestly solicited. 



Respectfully, 
Michael L. Obradovich 




Reg. No. 34,759 
212-836-7363 

Date: April 1,2003 
Enclosures 



Although the Examiner also cited col. 36 of Suman, it is, however, directed to vehicle 
personalization and remote control fiinctions which is not applicable to the claimed 
invention. 
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(1) William A. Cuchlinski Jr. . 



i3) Alex Yip . 



(2) Eric Gibson . 



(4). 



Date of Interview: 01 July 2003 . 

Type: a)S Telephonic b)^ Video Conference 

c)n Personal [copy given to: 1 )□ applicant 2)0 applicant's representative] 

Exhibit shown or demonstration conducted: d)n Yes e)S No. 
If Yes, brief description: . 

Claim(s) discussed: N/A . 

Identification of prior art discussed: Blaker et al. (5J90.973) and Suman et ai (6.028.537) . 
Agreement with respect to the claims f)n was reached. g)EI was not reached. h)\3 N/A. 



Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: ApDlicant's representative contended that the examiner stated, in the Office action 
of Jan. 13. 2003 at page 5. that he agreed with applicant that the references do not satisfy the two conditions of 
"deterninino the closest service provider and selecting the closer service provider when the distance between the 
vehicle and the service provider is within a predetermined distance. " The examiner goes on to state in the very next 
paragraph that "upon conducting a supplemental (updated) search, the patents to Tendler (US 2002/0068549) and 
Suman et al. (6028537) have been discovered, which disclose the added claimed limitations". The claims were then 
rejected as unpatentable over Ross et al. in view of Suman et al. and also as unpatentable over Blaker et al. in view 
of Suman et al. In response to the outstanding reiection applicant argued that "the relevant portions of Suman cited by 
the examiner are duplicative of Blaker, which, the Examiner admitted, had been overcome bv applicant. " Upon 
examination of both the Blaker et al. reference and the Suman et al. reference, this was found to be incorrect While 
portions of both references may be similar, the Suman et al reference is far more extensive in its disclosure of how its 
vehicle communication system works. The disclosure includes an onboard self-diagnostic system. Also, at column 
33. lines 41-49 and column 34. lines 59-65 Suman et al. discloses how the system will select the closer service 
station to obtain fuel and other services, when the service station is within a predetermined distance ( the range of the 
vehicle with the fuel remaining in the tank) from the current location of the vehicle. Applicant's representative, in the 
response of April 7, 2003, had not speaTically pointed out the supposed errors in the examiner's action and had not 
replyed to every ground of objection and reiection in the prior Office action, of January 13. 2003 . as reguired by 37 
CFR 1.11 Kb). Therefore the next office action repeated the rejections of the Office action ofJanuan/ 13, 2003, 
responded to applicant's arguments and was property made Final . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 



THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY 
FORM, WICHEVER IS LATER, TO FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See 
Summary of Record of Interview requirements on reverse side or on attached sheet. y^y^^ 
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WILLIAM A. CUCHLINSKI, JR. 
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S..-amary of Record of Interview Requirements 
Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Madeof Record 

A complete written statement as to the substance of any face-to-face, video conference, or telephone intervievv with regard to an application must be made of record in ttie 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews 

Paragraph (b) 

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the Interview as 
warranting favoiable action must be filed by the applicant An interview does not remove the necessity for reply to Office action as specified in §§ 1 . 1 11 , 1 1 35. (35 U.S.C. 1 32) 

37 CFR §1.2 Business to be transacted in writing. 
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademari< Office will be based exclusively on the written record in the Office. No attention will be paid to 
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 



The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attomey or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical en-ors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official communication. If additional conrespondence firom the examiner is not likely before an allowance or if other 
circumstances dictate, the Fomri should be mailed promptly after the interview rather than with the next official communication. 

The Fomi provides for recordation of the following information: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, video-conference, or personal) 

- Name of partidpant(s) (applicant, attorney or agent, examiner, oth.er.PTO personnel, etc..) 

- An indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, that the Interview Summary Fonm will not normally be considered a complete and proper recordation of the interview 
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 

1) A brief description of the nature of any exhibit shown or any demonstration conducted, 

2) an identification of the claims discussed. 

3) an identification of the specific prior art discussed, 

4) an identification of the prindpal proposed amendments of a substantive nature discussed, unless these are already described on the 
Interview Summary Fonn completed by the Examiner. 

5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 
the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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